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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 13 November 2002 . 
2a)D This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-51 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) E3 Claim(s) 1-28 and 40-51 is/are allowed. 

6) ^ Claim(s) 29-37 is/are rejected. 

7) E3 Claim(s) 38 and 39 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) d The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)0 All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) Q The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

1 . Applicant's election without traverse of Group I in Paper No. 13 is acknowledged. 

Priority 

2. The disclosure is objected to because of the following informalities: The 
continuation data in the specification are incomplete. 

If applicant desires priority under 35 U.S.C. 119(e) or 120 based upon a previ- 
ously filed copending application, specific reference to the earlier filed application must 
be made in the instant application. This should appear as the first sentence of the 
specification following the title, preferably as a separate paragraph. The status of 
nonprovisional parent application(s) (whether patented or abandoned) should also be 
included. If a parent application has become a patent, the expression "now Patent No. 

" should follow the filing date of the parent application. If a parent application 

has become abandoned, the expression "now abandoned" should follow the filing date 
of the parent application. 

If the application is a utility or plant application filed on or after November 29, 
2000, any claim for priority must be made during the pendency of the application and 
within the later of four months from the actual filing date of the application or sixteen 
months from the filing date of the prior application. See 37 CFR 1.78(a)(2) and (a)(5). 
This time period is not extendable and a failure to submit the reference required by 35 
U.S.C. 119(e) and/or 120, where applicable, within this time period is considered a 
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waiver of any benefit of such prior application(s) under 35 U.S.C. 1 19(e), 120, 121 and 
365(c).A priority claim filed after the required time period may be accepted if it is 
accompanied by a grantable petition to accept an unintentionally delayed claim for 
priority under 35 U.S.C. 1 19(e), 120, 121 and 365(c). The petition must be accompanied 
by (1) a surcharge under 37 CFR 1.1 7(t), and (2) a statement that the entire delay 
between the date the claim was due under 37 CFR 1 .78(a)(2) or (a)(5) and the date the 
claim was filed was unintentional. The Commissioner may require additional information 
where there is a question whether the delay was unintentional. The petition should be 
directed to the Office of Petitions, Box DAC, Assistant Commissioner for Patents, Wash- 
ington, DC 20231 . 

Claim Objections 

3. The numbering of claims is not in accordance with 37 CFR 1 .126 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 

Misnumbered claims 48-50 have been renumbered 49-51. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 29-36 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 29 is vague and indefinite because it is unclear how a phosphoramidite 
can be neutrally charged. If it is neutral then it is no charged. 

Claim 36 is vague and indefinite because it is unclear what it is meant with the 
phrase "a reactive group configured". It is unclear of what are the metes and bounds of 
the configuration. It is unclear if it is a chemical configuration or else. 

Claim Rejections - 35 (JSC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Engelhardt (5,260,433) in view of Ward et aL (4,71 1 ,955). 

Engelhardt provides nucleotides and polynucleotides which are chemically 
modified or labeled so as to be capable of ready detection when attached to and/or 
incorporated in nucleic acid material. More particularly, this invention provides a 
nucleotide selected from the group consisting of (i) a ribonucleotide having the formula, 
wherein PM is a phosphate moiety, SM is a sugar moiety, BASE is a pyrimidine, purine 
or 7-deazapurine moiety, and Sig is a saccharide moiety. PM is attached at the 2',3' or 
5' position of SM, BASE is attached to the V position of SM from the N1 position when 
BASE is a pyrimidine or covalently attached to SM; and (ii) a nucleotide having the 
formula, wherein PM, SM, BASE and Sig are as defined above but PM is attached to 
the 3' or the 5' position of SM when said nucleotide is a deoxyribonucleotide and at the 
2', 3' or 5* position when said nucleotide is a ribonucleotide, BASE is attached to the 1' 
position of SM from the N1 position when BASE is a pyrimidine or the N9 position when 
BASE is a purine, and wherein Sig is covalently attached to PM. (abstract, col. 22-25). 

The Sig moiety could contain a fluorescing component, such as fluorescein or 
rhodamine or dansyl. The Sig component or moiety of the special nucleotides in 
accordance could also include a chemiluminescent component. The Sig component 
could comprise any chemical moiety which is attachable either directly or through a 
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chemical linkage or linker arm to the, nucleotide, such as to the base B component 
(BASE) therein, or the sugar S component (SM) therein, or the phosphoric acid P 
component (PM) thereof. 

Ward et al. discloses modified nucleotides comprising detectable label. 

The linkage may include any of the well known bonds including carbon-carbon 
single bonds, carbon-carbon double bonds, carbon-nitrogen single bonds, or carbon- 
oxygen single bonds. It is preferred that the chemical linkage group be derived from a 
primary amine, and have the structure --CH2--NH--, since such linkages are easily 
formed utilizing any of the well known amine modification reactions. 

Therefore it would have been obvious at the time the invention was made to 
attached fluorescent dye to a phosphate which is itself attached to an amine since such 
linkages are easily formed utilizing any of the well known amine modification reactions. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 29-31, 34, 35 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Wooetal. (5231191) 
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Woo discloses dye-phosphoramidite conjugates for direct use in solid phase 
DNA synthesis would improve the efficiency of labeled primer synthesis by reducing the 
number of steps required to attach a label. In particular, some systems for DNA 
sequencing would be more amenable to automation if the manual liquid phase 
synthesis step required for rhodamine attachment could be obviated by the availability 
of a cleavage reagent which preserved the chemical integrity and fluorescent properties 
of rhodamine dyes. Example I, for example, shows the preparation of 
aminoalkylphosphoramidite agents of formula I which is viewed to be inclusive of instant 
claim 34. 

9. Claims 38 and 39 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

10. Claims 1-28 40-51 are allowed. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jezia Riley whose telephone number is 703-305-6855. 
The examiner can normally be reached on 9:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 703-308-1 119. The fax phone numbers 
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for the organization where this application or proceeding is assigned are 703-305-3014 
for regular communications and 703-308-4242 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 



0196. 




December 18, 2002 



